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DETAILED ACTION 

1 . This office action is in response to the Request for Continued Examination (RCE) filed 
on 01/30/2009. 

2. Claims 1-2 and 6-8 are pending in this office action. Claims 3-5 and 9-10 have been 
cancelled by the Applicant. 

Response to Amendment 

3. The Examiner withdraws the previous 1 12 first and second paragraph rejections, as now 
the claims do not recite the terms "normal playing status" nor "abnormal playing status". 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 1, 2, 6-8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

Claims 1 and 6 now recite the term "playing out essential content" and "not be playing 
out essential content". These terms are not defined in detail in the Specification to allow one of 
ordinary skill in the art to make and/or use the invention. Especially the term "essential content" 
is not defined in detail. 
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Claims 2, 7, and 8 are rejected under the same basis. 
It is disclosed in the Specification: 

"the network management apparatus is used to download the information required in the 
normal playing status according to the searched URL corresponding to the information 
which is not downloaded while the player is in the abnormal playing status . 

The optical disc playing method described by present invention is to first detect 
the playing status, search the URL corresponding to the information which is not 
downloaded if the detected playing status is abnormal, and then download the 
information required in the normal playing status while the player is in the abnormal 
playing status . 

Since the information required in the normal playing status can be downloaded in 
advance while the player is in the abnormal playing status such as pause status, copyright 
information status or director annotation status , the phenomena such as playing is not 
smoothly, even playing is interrupted and so on can be avoided during the process of 
playing while downloading." (pg.3 In. 8-21 of the Specification filed on 07/03/2008) 

Furthermore: 

" The content stored in a optical disc comprises the essential content users want to 
view , the URLs (Uniform Resource Locator) list corresponding to the information 
required to he downloaded, and other accessory information. The so-called other 
accessory information refers to the copyright information and the director annotation, 
and the like . 

The optical disc playing process includes a normal playing status (the status 
that the essential content of a optical disc is being played normally) and an abnormal 
playing status. The abnormal playing status includes pause status, copyright information 
status (some text information used by copyright warning) and director annotation (some 
explanatory words used by director annotation), and the like . The player can play while 
downloading information while it is in the normal playing status, wherein the information 
required to be downloaded can be used directly without downloading if it has been stored 
temporarily in the storage of the player. 

The optical disc player provided by present invention can play while 
downloading information while it is in the normal playing status ; and can download 
in advance the information required to be downloaded in the normal playing status 
while it is in the abnormal playing status besides the normal playing status . The 
information required to be downloaded in the normal playing status is downloaded 
in advance while the player is in the abnormal playing status , and the downloaded 
information is stored in the player in order to be used directly without being 
downloaded while the player is in the normal playing status, thereby avoiding the 
phenomena that the playing is not smooth, even the playing is interrupted caused 
by playing while downloading." (pg.4 In. 15 - pg.5 In. 19 of the Specification filed on 
07/03/2008) 
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The Specification suggests that "essential content" is what "users want to view", 
wherein the normal play of the essential content is considered to be "normal playing 
status". 

"Abnormal playing status" is defined as including pause status, copyright 
information status (some text information used by copyright warning) and director 
annotation (some explanatory words used by director annotation), and the like. 

Unlike the Applicant's assertion that the Applicants have "sufficiently described 
these terms such that its meanings would be readily appreciated by a person of ordinary 
skill in the art." (pg. 10 last line of the Specification filed on 07/03/2008), one of ordinary 
skill in the art will not be able to fully comprehend the distinction between an "essential 
content" and what is not considered a "essential content". 

It is disclosed that the optical disc contains URLs list corresponding to 
information required to be downloaded , and other accessory information includes 
copyright information and director annotations, and the like (see above citation from the 
Specification). 

As disclosed by the Applicant, in general, optical discs contain various contents 
that users want to view. For example, optical discs, such as a CD or a DVD, may include 
a movie and bonus features (additional scenes, links to related information, etc.). When 
the optical disc is inserted, the user may have an option of playing the movie or access 
bonus features. When the movie play is selected, the movie typically comprises of title, 
copyright information (Warning of making a copy), previews of other movies, the movie 
itself, and the credits. 

It is hard to distinguish what is considered to be the content "users want to view", 
hence, the term "essential content" cannot be fully understood. Users may want to view 
the bonus features, director annotations, etc. The content referred to via the URLs list is 
required to be downloaded for the user to view data the user desires, however, it is 
considered to be not an "essential content" but "accessory information". 

As the definition of the term "abnormal playing status" and "accessory 
information" includes an open-end statement, "and the like", one of ordinary skill in the 
art would not be able to fully understand the distinction between an "essential content" or 
a non-essential content. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1, 2, 6-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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Claims 1 and 6 now recite the term "playing out essential content" and "not be playing 
out essential content". These terms are not defined in detail in the Specification to allow one of 
ordinary skill in the art to comprehend the invention. Especially the term "essential content" is 
not defined in detail. Refer to 1 12 first paragraph rejection above. 

Claims 2, 7, and 8 are rejected under the same basis. 

Claims 2 and 8 recites, "act of storing the downloaded information for subsequent access 
and use when the playing out of essential content is subsequently detected". It is unclear to what 
exactly the claimed subject matter is, since the downloaded information is "required for playing 
out of essential content" according to claim 6, and claim 8 claims that the downloaded 
information is stored when the playing is detected. The downloaded information must be 
downloaded, hence stored, prior to playing the content, since the information is required for 
playing. The Applicant has failed to particularly point out and distinctly claim the subject matter 
which is considered as the invention. 

Claims 1 and 6 now recite, "accessing one or more URLs identified by the search module 
to download information that is required for playing out essential content only while the player is 
detected to not be playing out essential content". This is no different from the conventional 
download-then-play method. For example, in a non-streaming download of media content, the 
media, such as a movie file (which is required for playing out the content), is downloaded, and 
after the movie is downloaded, the user is able to play the media. The essential content/movie 
file is downloaded only when the player is not playing the content. The Applicant has failed to 
particularly point out and distinctly claim the subject matter which is considered as the invention. 
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Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

9. Claims 1, 2, 6-8 are rejected under 35 U.S.C. 102(e) as being anticipated by Kanazawa et 
al. (US Patent #6.580.870 Bl\ hereinafter referred to as Kanazawa. 

Kanazawa discloses a system for reproducing AV information from a recording medium, 
which utilizes other external resources on a computer network that is referenced via URL 
(Kanazawa, Abastract). 

Regarding claim 1 , Kanazawa discloses, an optical disc player (Kanazawa, Abstract, 
col.l ln.20-25, col.l ln.57-67), comprising: a detecting module for detecting whether the player 
is playing out essential content or whether playing out of essential content is currently 
interrupted, and sending a searching command when the playing out of essential content is 
detected to be currently interrupted (Kanazawa, col.5 In. 10-34, col.6 ln.54-60, col. 8 In. 10-20); 

a searching module for searching a URL list stored on an optical disc in response to the 
search command to identify a URL in the URL list which provides a link to information which is 
required for playing out of essential content of the optical disc, but which has not yet been 
downloaded; and (Kanazawa, col.2 ln.20-25, col.5 ln.18-34, col.6 ln.55-67, col.5 ln.46-54, col.12 
ln.55-65. Kanazawa discloses the use of external resources on a computer network.); 
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and a network management apparatus for accessing one or more URLs identified by the 
search module to download information that is required for playing out essential content only 
while the player is detected to be in the abnormal playing status (Kanazawa, col. 5 In. 18-34, col. 6 
ln.55-67, col.5 ln.46-54.). 

Regarding claim 2 , Kanazawa disclosed the limitations, as described in claim 1, 
and further discloses, a storage for storing the downloaded information to be subsequently 
accessed and used when the playing out of essential content is subsequently detected (Kanazawa, 
col.5 In. 10-34, col.6 ln.43-50. Kanazawa discloses downloading external information from web 
pages or on a computer network it is connected to.). 

Regarding claim 6 , Kanazawa discloses, a playing method of optical disc, comprising 
acts of: detecting whether playing out of essential content is currently occurring or whether 
playing out of essential content is currently interrupted (Kanazawa, col. 8 In. 10-20); 

searching a URL list stored on an optical disc in response to the search command to 
identify a URL in the URL list which provides a link to information which is required to be 
downloaded for the playing out of essential content of the optical disc, but which has not yet 
been downloaded, if the playing out of essential content is detected to be currently interrupted 
(Kanazawa, col.2 ln.20-25, col.5 In. 18-34, col.6 ln.55-67, col.5 ln.46-54, col.12 ln.55-65. 
Kanazawa discloses the use of external resources on a computer network.); 

and accessing one or more URLs identified by the searching to download the information 
that is required for the playing out of essential content, wherein the accessing occurs only while 
the player is detected to not currently playing out essential content (Kanazawa, col.2 ln.20-25, 
col.5 In. 18-34, col.6 ln.55-67, col.5 ln.46-54, col.12 ln.55-65, col.6 ln.43-50. Kanazawa 
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discloses downloading external information from web pages or on a computer network it is 
connected to.). 

Regarding claim 7 , Kanazawa disclosed the limitations, as described in claim 6, and 
further discloses, wherein the act of searching includes waiting until the playing out of essential 
content is interrupted prior to searching the URL of the information which is not yet downloaded 
(Kanazawa, col.5 ln.46-54, col.6 ln.43-50, col.2 ln.20-25, col.5 In. 18-34, col.6 ln.55-67, col.5 
ln.46-54, col.l21n.55-65.). 

Regarding claim 8 , Kanazawa disclosed the limitations, as described in claim 6, and 
further discloses, further comprising the act of storing the downloaded information for 
subsequent access and use when the playing out of essential content is subsequently detected 
(Kanazawa, col.5 In. 10-34, col.6 ln.43-50.). 

Response to Arguments 
10. Applicant's arguments filed on 01/30/2009 have been fully considered but they are not 
persuasive. 

The Applicant argues that Kanazawa fails to disclose, 

"a detecting module for detecting whether the player is playing out essential content or 
whether playing out of essential content is currently interrupted, and sending a searching 
command when the playing out of essential content is detected to be currently 
interrupted", (refer to pg.14, pg.15, pg.16, etc. of the Amendment filed on 01/30/2009) 
In response to the argument, as acknowledged by the Applicant, Kanazawa discloses 

"that after reproduction of title information is suspended, the Web server is accessed to access 

network resources. When access of the network resource is completed, reproduction of the title 

information is resumed" (refer to second paragraph of pg.15 - first paragraph of pg.16, third 
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paragraph of pg.16, of the Amendment field on 01/30/2009). The system acknowledges the 
suspension of title information, which in other word means that the system detects the 
suspension of the title information, hence, the system detects that playing of the essential content 
is interrupted. At least for this reason and the 35 USC 1 12 rejections, Kanazawa discloses every 
feature that is claimed by the Applicant. 

In response to the argument regarding : 

"accessing one or more URLs identified by the search module to download information 
that is required for playing out essential content only while the player is detected to not 
be playing out essential content" (refer to pg. 17 of the Amendment filed on 01/30/2009) 

This is no different from the conventional download-then-play method. For example, in 

a non-streaming download of media content, the media, such as a movie file (which is required 

for playing out the content), is downloaded, and after the movie is downloaded, the user is able 

to play the media. The essential content/movie file is downloaded only when the player is not 

playing the content. The Applicant has failed to particularly point out and distinctly claim the 

subject matter which is considered as the invention. Furthermore, Kanazawa discloses "that after 

reproduction of title information is suspended, the Web server is accessed to access network 

resources. When access of the network resource is completed, reproduction of the title 

information is resumed" (refer to second paragraph of pg.15 - first paragraph of pg.16, third 

paragraph of pg.16, of the Amendment field on 01/30/2009). The system acknowledges the 

suspension of title information, which in other word means that the system detects the 

suspension of the title information, hence, the system detects that playing of the essential content 

is interrupted, and downloads information when the interruption is detected . At least for this 
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reason and the 35 USC 112 rejections, Kanazawa discloses every feature that is claimed by the 
Applicant. 



Conclusion 

11. In the case of amending the claimed invention, Applicant is respectfully requested to 
indicate the portion(s) of the specification which dictate(s) the structure relied on for proper 
interpretation and also to verify and ascertain the metes and bounds of the claimed invention. 

The prior art made of record and not relied up on is considered pertinent to applicant's 
disclosure. 

A Shortened statutory period for reply is set to expire 3 month(s) or thirty (30) days, 
whichever is longer, from the mailing date of this communication. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edward J. Kim whose telephone number is (571) 270-3228. The 
examiner can normally be reached on Monday - Friday 7:30am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on (571) 272-4006. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Edward J Kim/ 
Examiner, Art Unit 2455 

/saleh najjar/ 

Supervisory Patent Examiner, Art Unit 2455 



